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DETAILED ACTION 

Applicant's arguments, filed 2/29/2008, have been fully considered but they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous 
office actions are hereby withdrawn. The following rejections and/or objects are either 
reiterated or newly applied. They constitute the complete set presently being applied to 
the instant application. 

Applicant states that Claims 29-32, which were added by amendment on 
1/6/2005, properly belong in Group II (the elected Group). These claims were 
overlooked by the Examiner in the restriction requirement mailed 9/12/2007 and were 
not mentioned in the response to the restriction requirement filed 10/12/2007. The 
Examiner agrees with Applicant that Claims 29-32 properly belong in Group II. 
Applicant states, and the Examiner agrees, that these claims do not read on the elected 
species. 

. Claims 1-38 are pending. Claims 11, 22 and 26 have been amended. Claims 
33-38 are new. Claims 11, 12, 14, and 19-22 read on the elected species and are 
currently under consideration. 

Response to Arguments 
Claim Rejections - 35 USC § 102 

Claim 11 is rejected under 35 U.S.C. 102(b) as being anticipated by EP 0837084 
(hereafter '084) for the reasons set forth in the previous office action. 
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Applicant argues that Claim 1 1 is distinguishable from '084 because it recites 
isocyanate reacted directly with a multifunctional core molecule, whereas '084 discloses 
that the isocyanate is reacted with a polymer or copolymer formed from the reaction 
between a core molecule and further monomers. In the instant claims, the urethane 
linkages formed through the reaction of isocyanate with the core molecule are close to 
the core as illustrated by Scheme 1 of the present application. In contrast, in '084 the 
isocyanate is used to end-cap a polymer or copolymer. 

Applicant's arguments have been fully considered but are not found persuasive. 
The features upon which applicant relies are not recited in the rejected claim. Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 
(Fed. Cir. 1993). Instant Claim 11 requires a composition comprising the reaction 
product of a flowable prepolymer and linear star dendrimer or hyperbranched soft 
segment forming functional oligomers with degradable arms, wherein the prepolymer 
comprises the reaction product of an isocyanate and a low molecular weight 
multifunctional core molecule having at least two functional groups that react with said 
isocyanate to form urethane or urea groups. Comparing the composition disclosed by 
'084 to the instant claim, lysine isocyanate ('084) corresponds to the isocyanate (Instant 
Claim 1 1 ), the star copolymer formed by reaction of p-dioxanone, glycolide, and 
pentaerythritol ('084) corresponds to the low molecular weight multifunctional core 
(Instant Claim 1 1 ). The reaction product of the ioscyanate and the above star 
copolymer ('084) corresponds to the prepolymer (Instant Claim 1 1 ), and this prepolymer 
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is treated with poly(ethylene oxide monomethyl ether) ('084), which corresponds to the 
hyperbranched soft segment (Instant Claim 11). Therefore, the isocyanate disclosed by 
'084 is reacted directly with a low molecular weight multifunctional core, that core being 
a star copolymer formed by reaction of p-dioxanone, glycolide, and pentaerythritol. 
There is nothing disclosed in the instant claims or specification that limits "low molecular 
weight multifunctional core" in such a way to make a distinction from '084. 

The rejection of Claim 1 1 under 35 U.S.C. 1 02(b) as being anticipated by '084 is 
maintained. 

Claim Rejections - 35 USC § 103 

Claims 12, 14, and 19-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 0837084 (hereafter '084) in view of US 3281378 (hereafter '378) 
for the reasons set forth in the previous office action. 

Applicant argues that the disclosure of '084 does not destroy the novelty of the 
present claims for the reasons set forth above. Additionally, the reference is silent with 
respect to flowable and injectable compositions, the major advantage of the 
compositions of the instant invention. Furthermore, the reactions exemplified by '378 
are carried out in toxic organic solvents, which indicates a teaching away from in vivo 
administration of the composition in the absence of solvent. There is no teaching in 
'378 that the products are injectable or flowable in the absence of solvent. There is 
therefore no teaching in '378 that would lead the skilled artisan to eliminate the solvents 
with any expectation of achieving the product flowability recited in the claims. 
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Applicant's arguments have been fully considered but are not found persuasive. 
The Examiner agrees that neither reference uses the word "flowable" or "injectable". A 
composition cannot be separated from its properties, and the composition formed by 
combing the disclosure of '084 and '829 for the reasons set forth in the previous office 
action, must have these properties. See § MPEP 2112, I. 

Regarding Applicant's arguments that '378 teaches away from in vivo 
administration of the composition in the absence of solvent, firstly, the disclosure of 
preferred embodiments does not constitute a teaching away from nonpreferred 
embodiments. Secondly, '084 teaches the utility of the disclosed compositions as 
suitable in vivo implants, in the absence of solvent. Lastly, the instant claims are only 
obvious over the combination of the above references. One cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

The rejection of Claims 12, 14, and 19-22 under 35 U.S.C. 103(a) as being 
unpatentable over '084 in view of '378 is maintained. 

Conclusion 

No claim is allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL DICKINSON whose telephone number is 
(571)270-3499. The examiner can normally be reached on Mon-Thurs 9:00am-6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Hartley can be reached on 571-272-0616. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael G. Hartley/ Paul Dickinson 

Supervisory Patent Examiner, Art Unit 1618 Examiner 

AU 1618 

May 6, 2008 



